IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PBI PERFORMANCE PRODUCTS, INC ClVIL ACTION
. :
NORFAB CORPORATI ON : NO. 05-4836
MEMORANDUM
Bartle, C. J. January 5, 2007

Plaintiff, PBI Performance Products, Inc. ("PBI"),
brings this action agai nst defendant NorFab Corporation
("Nor Fab") alleging three counts: Count | for infringenent of
PBI's patent for textile fabric for the outer shell of a
firefighter's garnent, U S. Patent 6,624,096 (the "'096 patent"),
under 35 U.S.C. § 271 et seq.; and Counts Il and I1l for unfair
conpetition and trademark dilution under 15 U.S.C. § 1125(a) and
(c). Now before the court is the notion of PBI to |lift a stay
entered by this court and reopen all proceedings.

On May 18, 2006, after this lawsuit was instituted,
NorFab filed a petition to cancel the trademark registration in
suit, PBlI's Supplenental Trademark Registration No. 2,739,268, in
the Trademark Trial and Appeal Board ("TTAB') of the United
States Patent and Trademark O fice ("USPTO'). NorFab also filed
a request for ex parte reexam nation of the '096 patent on
June 2, 2006 in the USPTO On July 31, 2006, this court placed
this action on its suspense docket and ordered these proceedi ngs

stayed pendi ng a deci sion by the USPTO whet her to reexam ne



plaintiff's patent. The USPTO granted the request for

reexam nation on Septenber 28, 2006 on the ground that there was
a substantial new question of patentability going to each of the
patent's 15 clains. On Novenber 11, the TTAB, however, made a
sua sponte decision to suspend the cancell ati on proceedi ng
pendi ng the outcome of the action pending in this court.

Trademark Rule 2.117(a); see also Dwinell-Wight Co. v. Nat'l

Fruit Prod. Co., Inc., 129 F.2d 848 (1st Cir. 1942). The TTAB s

decision to suspend its proceeding with respect to the trademark
at issue does not affect the pending reexam nation determ nation
of the patent's validity by the USPTQO

A court has broad discretion in deciding whether to

stay or reopen a case pending before it. See Cost Bros., Inc. V.

Travelers Indem Co., 760 F.2d 58, 60 (3d G r. 1985); Landis v.

North Am Co., 299 U. S. 248 (1936). This authority applies

equally to patent cases in which reexam nation by the USPTO has

been requested. Ethicon, Inc. v. Quigg, 849 F.2d 1422, 1426-27

(Fed. Cir. 1988) (internal citations omtted); In re Laughlin

Prods., Inc., 265 F. Supp. 2d 525, 530 (E.D. Pa. 2003). 1In

determ ni ng whet her a stay pendi ng USPTO reexam nation is
appropriate a district court typically considers the follow ng
factors: (1) whether a stay would unduly prejudice the nonnoving
party or present a clear tactical advantage for the noving party;
(2) whether a stay will sinplify the issues; and (3) whether

di scovery is conplete and whether a trial date has been set. 1d.

at 531. W believe these are the sane factors we shoul d
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considering in determ ning whether to continue the stay or reopen

proceedi ngs. See Pacesetter Inc. v. Cardiac Pacemakers, 2003 W

23303473 (D. M nn. 2003).

Wth respect to Count |1, alleging unfair conpetition,
and Count |11, alleging trademark dilution, these factors support
alifting of the stay. The TTAB has now stayed, pending the
outcone of this lawsuit, the trademark cancell ation procedure
whi ch m ght have affected those counts. |Insofar as these two
counts are concerned, there is currently no reason for any
further delay, and PBI will be prejudiced by failure to proceed
wi th discovery and their ultimte resolution. On the other hand,
t he decision of the USPTO concerning reexam nation of the patent
could affect and m ght even make noot Count |, alleging patent
infringenment. Viewing Count | alone, it is in the interest of
Nor Fab and of judicial econony to await the outconme of the USPTO
decision. Conplicating matters further, both parties agree that
the discovery for all three counts overlaps and that it woul d be
difficult to separate the discovery for Count | fromthe
di scovery for Counts Il and I1l. Any attenpt to do so would
result not only in tinme-consum ng and expensi ve di scovery
di sputes but also in the |ikelihood that multiple depositions of
t he sane individuals would be needed should we proceed only with
Counts Il and Il and should Count | ultimtely go forward.

On bal ance, we conclude that at |east some discovery in
all three counts should proceed. The prejudice to PBl in

del ayi ng di scovery on Counts Il and Il outweighs any harmto
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Nor Fab in allow ng discovery to take place. W would expect to

defer the trial until the USPTO deci des the reexamn nati on issue.

| f the patent stands, the discovery already taken will allow the
case to be tried without undue delay. |If the patent is cancelled
or nodified, the "patent discovery” will not have been in vain

since it is inextricably intertwined with the discovery on Counts
Il and I1l. In addition, lifting the stay and all owi ng di scovery
to proceed may facilitate a resolution of the entire dispute.

In sum the notion of PBI to reopen all proceedi ngs
will be granted. W wll renpve this case from our suspense
docket and arrange for a status conference with the parties to

craft a new scheduling order.



IN THE UNI TED STATES DI STRI CT COURT
FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

PBI PERFORMANCE PRODUCTS, INC ClVIL ACTI ON
. )
NORFAB CORPORATI ON NO. 05-4836
ORDER

AND NOW this 5th day of January, 2007, for the reasons
set forth in the acconpanyi ng Menorandum it is hereby ORDERED
that the notion of plaintiff, PBI Performance Products, Inc., to
reopen all proceedings is GRANTED.

BY THE COURT:

[s/ Harvey Bartle III

C J.



